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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 39 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim is dependent on cancelled claim 38 and thus is indefinite. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 37, 40 and 41 are rejected 35 U.S.C. 102(b) as anticipated by Denzinger 
et al (US 5,175,361). 

Applicant recites vinyl monomers excluding acrylamide example 24 of Denzinger 
et al. However, Denzinger et al teach starting monomer c) at col. 2, lines 33-41 wherein 
13 species are recited including methacrylamide. Thus, the use of said methacrylamide 
in example 24 of Denzinger et al would be anticipation since choice is very limited. See 
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InreArklev . 455 f2d 586, 172 USPQ 524 (CCPA 1972); In re Petering . 301 F2d 676, 
133 USPQ 275 (CCPA 1962). 

Thus, the instant invention lacks novelty. 

Claims 37, 39-41, 43 and 48-54 are rejected under 35 U.S.C. 103(a) as obvious 
over Xie et al (J.M.S.-Pure. Appl. Chem., A35 (4), pp 547-561 (1998) or Culbertson et al 
(ACS Symposium Series, 755, 2000, pp. 222-232) in view of Culbertson et al (US 
5,369,142). 

Rejection is maintained for reason of record with following response. 

Applicant asserts that the teaching of Xie et al (some free COOH groups remain 
unreacted and metal ions are increasingly hindered in their movement to react at 
carboxyl sites) teaches away from using maleic acid. But the examiner disagrees with 
applicant's position and applicant failed to mention additional teaching at page 555 . Xie 
et al further teach that the presence of NVP moiety provides a greater chance of 
interacting with metal ions for unreacted COOH groups, and thus the use of maleic acid 
would be a prima facie obviousness. Applicant asserts that there is no motivation to 
use of a higher concentration of acid groups such as maleic acid in lieu of itaconic acid, 
but said maleic acid does no provide a higher concentration of acid groups since both 
maleic acid and itaconic acid are diacids contrary to applicant's assertion. Applicant 
further asserts that Culbertson et al (US 5,369,142) do not teach terpolymer of acrylic 
acid, maleic acid and N-vinyl pyrrolidone, and it is true. That is why the rejection is 
under 103 (a) rather than 102 (b) under Culbertson et al (US 5,369,142). Again, note 
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that Culbertson et al (US 5,369,142) equate said maleic acid and itaconic acid for dental 
applications. 

Claims 37 and 39-55 are rejected under 35 U.S.C. 103(a) as obvious over Xie et 
al (J.M.S.-Pure. Appl. Chem., A35 (10), pp 1631-1650 (1998) in view of Culbertson et al 
(US 5,369,142). 

Rejection is maintained for reason of record with above response. 
Again, the examiner disagrees with applicant's position and applicant failed to 
mention additional teaching at page 1616 . 

Claims 37, 40-42, 50, 51 , 53 and 54 are rejected under 35 U.S.C. 103(a) as 
obvious over Sherry et al (US 6,71 6,805). 

Sherry et al teach copolymers of a mixture of hydrophilic monomers at col. 7, line 
65 to col. 8, line 14 wherein acrylic acid, maleic acid, vinyl caprolactam and vinyl 
imidazole are taught. VLC moiety of claims 37 and 42 is not required since it is an 
optional component. Also, the inorganic glass powder of claim 50 is an optional 
component. Dental application is an intended use and has no probative value. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to employ acrylic acid, maleic acid and vinyl caprolactam (or vinyl imidazole) 
in the instant amounts in making copolymers in Sherry et al since Sherry et al teach 
such modification and the teaching of Sherry et al encompasses various mole percents 
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of monomers and since choosing monomers from the list is a prima facie obvioiusness 
absent showing otherwise. 

Claims 37, 39-42 and 50-54 are rejected under 35 U.S.C. 103(a) as obvious over 
Montague et al (US 5,021 ,525). 

Montague et al teach hydrophilic polymers from monomers at col. 2, line 52 to 
col. 3, line 22 wherein acrylic acid, maleic acid and vinyl pyrrolidone and mixtures 
thereof are taught. VLC moiety of claims 37 and 42 is not required since it is an 
optional component. Also, the inorganic glass powder of claim 50 is an optional 
component. Dental application is an intended use and has no probative value. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to employ acrylic acid, maleic acid and vinyl pyrrolidone in the instant amounts 
in making copolymers in Montague et al since Montague et al teach such modification 
and the teaching of Montague et al encompasses various mole percents of monomers 
and since choosing monomers from the list is a prima facie obvioiusness absent 
showing otherwise. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571 ) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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